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Dear Madam:

The following is in response to the Final Office Action dated July 11, 2003. Applicant
has considered the rejection set forth in the Final Office Action, and has the following response

and remarks. Reconsideration of this application is respectfully requested.



REMARKS

The Examining Attorney has made Final the refusal to grant registration of the above-
referenced mark on the grounds that the Examining Attorney believes that this exists a likelihood
" of confusion between Applicant’s mark and U.S. Registration No. 2,010,658 assigned to Krueger
International Inc. For the following reasons, Applicant respectfully disagrees and thus requests

that the Examining Attorney reconsider and withdraw this refusal.

LIKELTHOOD OF CONFUSION ANALYSIS INDICATES CONFUSION NOT LIKELY

Applicant respectfully requests reconstderation of the rejection of the mark LOGIX for
kitchen and bathroom cabinetry and providing kitchen and bathroom layout and design services
because purchasers are unlikely to confuse the mark with U.S. Registration No. 2,010,658 for the
mark LOGIX for modular seating. In evaluating the likelihood of confusion, the examining
attorney must consider the factors from In re E.I. du Pont de Nemours & Co., 476 F.2d 1357,

177 USPQ 563 (C.C.P.A. 1973) ; TMEP § 1207.01. The thirteen du Pont factors are:

1. The similarity or dissimilarity of the marks in their entireties as to appearance, sound,

connotation and commercial impression.

2. The similarity or dissimilarity and nature of the goods or services as described in an

application or registration or in connection with which a prior mark is in use.
3. The similarity or dissimilarity of established, likely-to-continue trade channels.

4. The conditions under which and buyers to whom sales are made, i.e. “impulse” vs.

careful, sophisticated purchasing.
5. The fame of the prior mark (sales, advertising, length of use).
6. The number and nature of similar marks in use on similar goods.

7. The nature and extent of any actual confusion.



8. The length of time during and conditions under which there has been concurrent use

without evidence of actual confusion.

9. The variety of goods on which a mark is or is not used (house mark, “family” mark,

product mark).
10. The market interface between Applicant and the owner of a prior mark:
a. A mere “consent” to register or use.

b. Agreement provisions designed to preclude confusion, i.e. limitations on

continued use of the marks by each party.

¢. Assignment of mark, application, registration and good will of the related

business.

d. Laches and estoppel attributable to owner of prior mark and indicative of lack of

confusion.

11. The extent to which Applicant has a nght to exclude others from use of its mark on its

goods.
12. The extent of potential confusion, i.e. whether de minimis or substantial.

13. Any other established fact probative of the effect of use.

In re du Pont, 476 F.2d at 1361. The following includes Applicant’s remarks regarding the most
relevant DuPont factors. Other factors, however, may be applicable to distinguish Applicant’s

mark from the cited registration.

Relatedness of the Goods

The nature and scope of a party’s goods or services must be determined on the basis of
the goods or services recited in the application or registration. See, e.g., Hewlett-Packard Co. v.
Packard Press Inc., 281 F.3d 1261 (Fed. Cir. 2002). Registrant has registered the mark LOGIX

for modular seating, namely seats (see attachment 1). Applicant seeks registration of the mark



LOGIX for kitchen and bathroom cabinets and providing kitchen and bathroom design layout
services and design information via a global computer network (see attachment 2). Even when
read at their broadest interpretation, the Registrant’s and the Applicant’s goods and services are

both different and non-competitive.

The issue of likelihood of confusion is not whether the goods will be confused with each
other, but rather whether the public will be confused about their source. See Safety-Kleen Corp.
v. Dresser Indus., Inc., 518 F.2d 1399, 1404, 186 USPQ 476, 480 (C.C.P.A. 1975); TMEP
1207(a)(i). An examiner must show the goods are related in some manner or that the conditions
are such that the goods are encountered by the same purchasers under circumstances that could
give rise to the mistaken belief that the goods/services come from common source. /n re
Martin's Famous Pastry Shoppe, Inc., 748 F.2d 1565 (Fed. Cir. 1984) (MARTIN'S for wheat
bran and honey bread held likely to be confused with MARTIN'S for cheese); In re Rexel Inc.,
223 USPQ 830 (TTAB 1984) (LITTLE GOLIATH for staplers held likely to be confused with
GOLIATH for pencils); In re International Telephone & Telegraph Corp., 197 USPQ 910
(TTAB 1978) (THUNDERBOLT for cartridge heaters held likely to be confused with
THUNDERBOLT for electronically energized ovens); TMEP 1207.01(a)(i). Conversely, if the
goods or services in question are not related or marketed in such a way that they would be
encountered by the same persons in situations that would create the incorrect assumption that
they originate from the same source, then, even if the marks are identical, confusion is not likely.
See, e.g., Local Trademarks, Inc. v. Handy Boys Inc., 16 USPQ2d 1156 (TTAB 1990) (LITTLE
PLUMBER for liquid drain opener held not confusingly similar to LITTLE PLUMBER for the
formulation and preparation of advertising copy and literature in the plumbing field); Quartz

Radiation Corp. v. Comm/Scope Co., 1 USPQ2d 1668 (TTAB 1986) (QR for coaxial cable held



not confusingly similar to QR for various products (e.g., lamps, tubes) related to the

photocopying field).

Applicant seeks registration of the mark LOGIX for kitchen and bathroom cabinets and
bathroom and kitchen and bathroom layout and design (see attachment 2). Registrant has
registered the mark LOGIX for modular seating, namely seats (see attachment 1). Applicant
respectfully contends that its kitchen and bathroom cabinets and kitchen and bathroom layout
and design services are not related or marketed in such a way that they would be encountered by
the same persons in situations that would create the incorrect assumption that they originate from

the same source as Registrant’s modular seating.

Registrant, Krueger International Inc. (K1), is a furniture manufacturer headquartered in

Green Bay, Wisconsin. Registrant is the sixth-largest contract furniture manufacturer in the U.S.

(see attachment 3). Contract furniture, by definition, is furniture not for residential use. Thus,
Registrant serves non-residential markets. According to Registrant’s website, its markets
comprise college/university, elementary and high school education, healthcare, business, airport,
federal government, sports center, and architects and designers (see attachment 4). Registrant
serves these markets through a direct sales force (see attachment 5) and various showrooms; not
via retail furniture, home improvement, or home furnishing stores. As such, a purchaser of
Registrant’s modular seating system would be required to contact Registrant directly in order to

purchase Registrant’s goods.

Registrant’s goods are modular seats. The term “modular” refers to a construction made
from units, or modules. As such, “modular seating” refers to seating modules that are designed

for connection to one another, typically in a standardized arrangement. Modular seating is



typically seen in airports, restaurants, malls, stadiums and sports arenas. Modular seating is not

used in a kitchen and certainly not in a bathroom.

Registrant sells a significant number of products; over 300 based on information from its
website. Registrant’s practice is to use various separate marks on its various products (see
attachment 6). For example, Registrant uses the LOGIX mark on only a single product; its
modular seating system. Registrant’s modular seating system is designed and sold as “a public
seating solution” (see attachment 7 describing of the system). The product comprises furniture
components (modules) that the purchaser can combine and arrange in a variety of patterns. The
Registrant constructs the components of molded fiberglass or concrete and can upholster or top
them with solid and veneer hardwoods or plastic laminates. In addition, Registrant can finish the

fiberglass in a variety of ways and can sand weight or gang components to add stability.

As a “public seating solution,” Registrant has designed its system for use in public spaces
such as airports, office buildings, and student centers. Case histories from Registrant’s website
indicate that purchasers of its LOGIX modular seating system are large entities such as Lufkin
Conroe Telephone Exchange, Midlands Technical College, Midwest Express Airlines Inc., Perry
Community Education Village, Rome Free Academy, and University Park Airport (see
attachment 8). In its sales to these large entities, Registrant prices the components of its LOGIX

system individually in range of approximately $615 to over $3200 (see attachment 9).

Applicant, MasterBrand Cabinets, Inc., manufactures kitchen and bathroom cabinet with
the mission of being “the best cabinet company in North America” (see attachment 10).
Cabinets, cabinet accessories, and related services are Applicant’s sole product. Applicant sells
its cabinets under the Shrock, Kemper, Diamond, Aristokraft, Decora, and NHB brand names.

Applicant markets and designs its cabinets for use in residential homes and sells them in



specialty stores or in the cabinet sections of home improvement stores. Applicant’s market focus
is clear from its website which states “our focus is listening to today’s families” and “our goal is
helping ftoday’s families] create their dream in a new home or improving their current one” (see

attachment 11).

Applicant makes its cabinets to meet the specific needs of the purchaser. For example,
some brands, such as Aristokraft, have three different construction methods which allow
purchasers to choose the type of cabinets suitable to their lifestyle and budget. Generally,
Applicant’s makes its cabinets from hardwoods such as oak, maple, hickory or cherry, from
medium density fiberboard (MDF), and from particle board and plywood. The different
construction methods can be used to vary the cost and durability of the cabinets. For example,
“Standard” cabinet drawers are 18" deep and use heavy-duty wood and particleboard for the
drawer box and epoxy-coated, side-mounted drawer guides. Conversely, “Select” cabinet
drawers are 21" deep and use all hardwood for the drawer box and fully-concealed, under-

mounted, self-closing drawer guides.

Purchasers can further customize the cabinets through the finish, door style, and cabinet
design. Purchaser can choose from a variety of wood finishes in cherry, maple, oak, hickory,
white and neutrals. If MDF is used, Applicant will apply laminate materials over the MDF to
give it a finished cabinet look. In addition, p;.lrchasers can choose different door styles such as
square, roman arch, raised or recessed center panels, mitered doors. The variety of choices in
cabinet designs is even more robust. For example, under the Aristokraft brand, Applicant offers
over 20 different standard cabinet designs such as a square corner wall cabinet (see attachment
12). Each design is offered in a multiple heights, widths, and depths. In addition, Applicant

offers nearly as many specialty cabinets such as the peninsula diagonal corner wall cabinet (see



attachment 13). Thus, cabinet purchasers have a wide range of options to meet their kiichen

needs and fit their kitchen space.

As the large variety of choices suggests, kitchen cabinets, as sold by Applicant, are a
major purchase for most home owners. Purchasing kitchen cabinet typically requires significant
time, effort, and investment on the part of the purchasers. Purchasers must evaluate and
consider, among other things, the overall design of the cabinets, the space limitations in their
homes, care and maintenance of the cabinets, labor and installation, construction method and

materials, the cabinet’s finish, style, and features, overall price, and warranty.

Labor and installation is an important consideration for purchasers of Applicant’s kitchen
and bathroom cabinets because the cabinets are home fixtures. Home fixtures, as opposed to
free-standing furniture, must be customized to fit a particular space and installed by affixing the
cabinets to floors and walls. Due to being fixtures, kitchen and bathroom cabinets are *“semi-
permanent” structures in homes. As such, purchasers must not only account for labor and
installation, but carefully consider cabinet purchases since changes after installation can be

difficult and costly.

As previously indicated, the examining attorney must show the goods are related in some
manner or that the conditions are such that the goods are encountered by the same purchasers
under circumstances that could give rise to the mistaken belief that the goods/services come from
common source. In re Martin's Famous Pastry Shoppe, Inc., 748 F.2d 1565, 223 USPQ 1289
(Fed. Cir. 1984); TMEP 1207.01(a)(i). Evident from the information provided in the preceding
paragraphs, any relation between Applicant’s cabinets and services and Registrant’s modular
seating system is too attenuated to give rise to a belief that the products come from a common

source.



First, the goods are different. Cabinets and modular seating are not remotely the same
goods. The goods differ in function, appearance, design, and commercial markets. Further, the
products are not related, used together in any fashion, or sold in the same markets or to the same
consumers. The products are designed for and used in entirely different markets. Applicant
markets its cabinets for use in residential homes, not a commercial setting. Further, Applicant
targets its kitchen and bathroom design services specifically at assisting homeowners in the
planning, design and selection of cabinets for their homes. Conversely, Registrant manufactures
and sells contract furniture, not residential furniture. Registrant markets its modular setting
system to commercial entities for use in public spaces. Modular seating is not applicable to

home use, let alone use in a kitchen or bathroom.

Second, Applicant’s cabinets are home fixtures. Home fixtures must be installed and
customized to fit a particular space and meet a particular need. As such, they are fixed to floors
and walls and unlikely to be moved or modified during their service life. Conversely, Registrant
specifically designed its modular seating to be movable. Registrant contemplates and even
advertises that its modular seating system will “adapt to any layout and permits easy
reconfiguration or add-ons.” and allows for an “unlimited number of configurations” (see

attachment 7).

Finally, the products are not complimentary or used in the same manner or location.
Applicant’s cabinetry is installed and used in kitchens and bathrooms of residential homes.
Registrant’s modular seating is used in commercial public spaces. The Office Action indicated
that modular seating and kitchen and bathroom cabinets “could be used together in kitchens and
bathrooms.” A homeowner would not use Registrant’s LOGIX modular seating system in a
home kitchen or bath; the size, cost, appearance, and material are not suited for such an

application. On a higher level of abstraction, seating, in general, is used in home. Seats,

9



however, are found or could be found practically anywhere (in hospitals, on boats, in cars and
planes, on the beach, in parks, in offices, at swimming pools, etc.). At this level of abstraction,
the fact that purchasers may use seats and cabinet fixtures in proximity to each other in a home is

not likely to confuse purchasers as to the source of the goods.

The Patent and Trademark Office has acknowledged in prior trademark registrations that
products used in proximity in a home are not nccessarily related. In fact, the Patent and
Trademark Office has allowed simultaneous registrations for such goods. For example, the PTO
allowed U.S. Registration Application Serial Number 76231820 for the mark LOGIX for
carpeting on December 4, 2001 (subsequently abandoned) (see attachment 14). At the time the
PTO allowed that mark LOGIX for carpeting, Registrant’s mark LOGIX for modular seating
(registered on October 22, 1996) was in force (see attachment 1). In addition, U.S. Registration
Number 2409662 for the mark “GLOBAL” for seating furniture (including modular seating)
currently exists with U.S. Registration Number 2705589 for the mark “GLOBAL LIGHTING”
for wholesale distributors featuring commercial and decorative lighting (sce attachment 15). As
with kitchen and bathroom cabinets, carpeting and decorative lighting are products that a
purchaser can use in residential homes. Thus, in the past, the PTO has not found modular seating
to necessarily be related to other products that purchasers can use in proximity to each other in a

residential home.

In addition to examining Registrant’s current products and markets, the examining
attorney must also consider any goods or services in the Registrant’s normal fields of expansion
to determine whether the Registrant’s goods or services are related to the Applicant’s identified
goods or services under §2(d). In re General Motors Corp., 196 USPQ 574 (TTAB 1977). A
trademark owner is entitled to protection against the registration of a similar mark on products

that might reasonably be expected to be produced by him in the normal expansion of his

10




business. The test is whether purchasers would believe the product or service is within the
Registrant’s logical zone of expansion. CPG Products Corp. v. Perceptual Play, Inc., 221 USPQ

88 (TTAB 1983); TMEP 1207.01(a)(v).

As previously indicated, Registrant manufactures furniture for commercial use, not

residential use. Registrant sells its furniture to commercial entities and uses a direct sales force
and showroom to do so. Registrant uses the LOGIX mark only on its modular seating system;
using other marks on its various other products. Registrant does not make any kitchen or
bathroom cabinets under any of its marks. Conversely, Applicant manufactures cabinets
specifically for residential use. Its cabinets are home fixtures, designed to be customized for a
homeowner’s specific living space and needs. Applicant sells its cabinets to homeowners
through retail home improvement and specialty stores. Thus, kitchen and bathroom cabinets are
not in Registrant’s logical zone of expansion. For purchasers to believe that Applicant’s
cabinetry is within Registrant’s logical zone of expansion, the purchasers would have to believe
that Registrant would logically expand to a product type it does not make, in a market it does not
serve, through sales channels it does not use, selling to purchasers it does not currently sell to,
and changing its practice of using separate marks in its various products types. This is not a

logical expansion of Registrant’s mark.

In addition to logical expansion, how a company may diversify can also be a relevant
consideration. Under a diversification argument, a reasonable buyer, knowing that many modern
companies have control over widely diversified products, might well think there is some
common connection between the producers of different kinds of goods which bear similar
trademarks. See J. Thomas McCarthy. McCarthy on Trademarks and Unfair Competition §24.54
(2003). This argument, however, has been rejected where the senior user has used many separate

marks on each of its various products, rather than on a wide range of products. Schenley

11



Distillers, Inc. v. General Cigar Co., 427 F.2d 783 (C.C.P.A. 1970). As previously mentioned,
Registrant uses many separate marks on each of its various products; using the LOGIX mark
only on its modular seating system (see attachment 6). Therefore, the diversification argument is

not applicable to find a likelihood of confusion between Applicant’s and Registrant’s goods.

In summary, Registrant’s good, as described in its registration, cover modular seating.
Applicant’s seeks registration, as described in its application, for kitchen and bathroom cabinets
and providing kitchen and bathroom design layout services and design information via a global
computer network. Applicant’s goods and services are not the same, are not competitive with,
and do not overlap Registrant’s goods and services. Further, a purchaser would not believe
Registrant’s expansion into making and selling kitchen and bathroom cabinets would be a logical
expansion of Registrant’s business. Finally, Registrant’s practice of using separate marks on its
various products, rather than on a wide range of products, makes the diversification argument
inapplicable. Consequently, Applicant respectfully contends that the goods or services in

question are not related in such a way to make confusion likely.

Variety of Goods on Which a Mark Is or Is Not Used

The variety of goods on which a mark is or is not used is a relevant factor to be
considered when determining likelihood of confusion. DuPont, 476 F.2d at 1361. Whether the
mark is used as a housemark, “family” mark, or product mark is examined. fd. Registrant,
Krueger International Inc., uses the mark LOGIX on its modular seating system. Registrant does
not use the mark LOGIX on any of its other products; instead, Registrant uses separate marks on
each of its various products (see attachment 6). As previously indicated, Registrant’s products
and Applicant’s products are dissimilar and do not overlap. Thus, a finding of likelihood of

confusion would have to be based on Registrant’s logical zone of expansion. Registrant,

12



however, restricts its use the mark LOGIX and uses separate marks on each of its products.
Thus, the likelihood of confusion is minimal because the Registrant would not likely use the
mark LOGIX on another product line so diverse from its modular seating system and purchasers
would not likely associate the use of the mark LOGIX on kitchen and bathroom cabinets with

Registrant.

Similarity or Dissimilarity of Established, Likely-To-Continue Trade Channels

Relevant to determining likelihood of confusion is how and to whom the respective
goods of the parties are sold. DuPont, 476 F.2d at 1361; J. Thomas McCarthy, McCarthy on
Trademarks and Unfair Competition, 4th ed., § 24.51; TMEP § 1207.01. Confusion is less likely
when the respective goods are sold through different trade channels. J. Thomas McCarthy,

McCarthy on Trademarks and Unfair Competition, 4th ed., § 24.51.

Applicant’s kitchen and bathroom cabinets are not sold in the same trade channels as
Registrant’s modular seating. Applicant markets and designs its cabinetry for use in residential
homes. The primary purchasers of Applicant’s cabinets are homeowners. To reach
homeowners, Applicant sells its cabinets in retail stores, such as specialty stores and the cabinet
sections of home improvement stores. Conversely, Registrant manufactures and sells contract
furniture; fumiture specifically made for non-residential use. The purchasers of Registrant’s
furniture are, therefore, commercial entities. To reach these commercial entities, Registrant uses
a direct sales force. Thus, the trade channels used by Applicant and Registrant are entirely

dissimilar.

Applicant and Registrant must use different trade channels because they are serving
different customers/target markets. Registrant’s commercial customers do not “shop” at the

local home improvement center. They typically make purchases via their purchasing

13




departments. Purchasing departments of commercial entities will typically buy from vendors
that have established a relationship with the commercial entity. In the commercial setting, price,
volume, deliver, terms of sale, warranties, and service are often considered and negotiated for
between vendors and purchasers. Sales relationships of this sort cannot be established through
retail outlets. In contrast, Applicant’s customers, individual homeowners, may remodel their
kitchen or build a new home only a few times during their lifetime. Thus, the volume and
frequency of their purchases cannot justify a direct sales force. In addition, individual
homeowners are accustomed to buying goods through retail stores as opposed to direct salesmen.

Retail stores, therefore, are the most effective means on reaching Applicant’s customers.

The Office Action cited 16 third-party registrations as examples that the same
manufacturer or retailer provides both kitchen and bathroom cabinets and modular seating.
Third-party registrations have some probative value to the extent that they may serve to suggest
that goods or services are of a type that may emanate from a single source, if the registrations are
based on use in commerce. In re Trespa Int’l B.V., 2003 TTAB LEXIS 524, *9 (TTAB 2003),
In re Albert Trostel & Sons Co., 29 USPQ2d 1783, 1785-86 (TTAB 1993); TMEP
1207.01(d)(iii). Applicant believes that the markets for kitchen and bathroom cabinets and
modular seating are such that the goods do not emanate from the same source. Applicant,
therefore, has closely examined the cited registrations and included printouts from the various
websites to provide further information regarding the Registrants and their products. For the
reasons set forth below, the cited registrations are not illustrative of similar channels of trade

between Applicant’s goods and services and Registrant’s goods.
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United States Registration Number 1118706 and 1443893 for Mark IKEA

The Office Action cited the mark IKEA as an example of a retailer that sells both kitchen
and bathroom cabinets and modular seating. The Office Action’s contention is that existence of
such a retailer indicates that both types of goods will be encountered by the same purchasers
under circumstances that could give rise to the mistaken belief that the goods/services come from
common source. The use of IKEA as an example in this situation, however, is inapplicable to
support a likelihood of confusion. IKEA is a “superstore” that sells many products that are
branded by the manufacturers, not IKEA. In these circumstances, purchasers are aware that the
various products come from different sources and are not likely to be confused as to the source

of various products.

IKEA is a retail store with a vision of being a one-stop shopping experience for home
furnishings (see attachment 16 for information regarding IKEA). The Office Action cited two
registrations for the mark “IKEA.” Registration Number 11188706 indicates the goods and

services as:

IC 011. US 021. G & S: lighting fixtures, lamps, lamp shades and parts thereof.
FIRST USE: 19630000. FIRST USE IN COMMERCE: 19660124.

1C 020. US 032. G & S: furniture, comprising tables, chairs, sofas, couches, beds,
shelves, modular storage units, modular wall units, bed frames, headboards,
stools, ottomans, sectional seating benches, desks, credenzas, sideboards, chests,
cupboards, cabinets, bar cabinets, dressers, vanities, bookcases, tea carts, serving
trolleys, record player benches, corner cupboards, storage cabinets, storage boxes,
hat racks, coat racks, night stands, wardrobes, cribs, cradles, bunks, bunk ladders,
pedestals, magazine stands and shoe stands; mirrors; mattresses, crib mattresses,

pillows and cushions; curtain rods; carpenters' benches, wall bars, valances and

15



clothes hangers, all specifically in the nature of furniture. FIRST USE: 19630000.
FIRST USE IN COMMERCE: 19660124,

IC 021. US 013. G & S: coffee pots (non-electric), tea service sets (of non-
precious metal). FIRST USE: 19630000. FIRST USE IN COMMERCE:
19660124.

IC 024. US 042. G & S: woven fabrics, bed and table covers, sheets, pillow cases,
quilts, bedspreads and curtains. FIRST USE: 19630000. FIRST USE IN
COMMERCE: 19660706.

IC 027. US 042 050. G & S: carpets, rugs, mats and non-textile wall hangings.
FIRST USE: 19630000. FIRST USE IN COMMERCE: 19681120.

Registration Number 1443893 indicates goods and services as:

IC 024. US 042. G & S: woven fabrics for use in the manufacture of upholstery,
curlains, sheets, pillows and the like. FIRST USE: 19630000. FIRST USE IN
COMMERCE: 19660124.

IC 021. US 002 013 030 033. G & S: glass beverageware, glass dinnerware and
glass cookware. FIRST USE: 19630000. FIRST USE IN COMMERCE:
19660124,

IC 027. US 040 052. G & S: carpets, rugs, mats and non-textile wall hangings.
FIRST USE: 19630000, FIRST USE IN COMMERCE: 19660124.

IC 011. US 021. G & S: lighting fixtures, lamps, lamp shades and parts thereof.
FIRST USE: 19630000. FIRST USE IN COMMERCE: 19660124.

IC 020. US 013 032 050. G & S: furniture, comprising tables, chairs, sofas,
couches, beds, sofa beds, shelves, modular storage units, modular wall units, bed
frames, headboards, footboards, stools, high chairs, ottomans, benches, sectional
seating benches, desks, credenzas, sideboards, buffets, chests, cupboards,
cabinets, bar cabinets, filing cabinets, dressers, vanities, chests of drawers,

bookcases, tea carts, serving trolleys, record player benches, corner cupboards,
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storage cabinets, storage boxes, storage boxes of cardboard, hat racks, coat racks,
clothes stands, clothes rails, bottle racks, night stands, wardrobes, cribs, cradles,
bunks, bunk ladders, bunk guard rails, pedestals, trestles, magazine stands and
shoe stands; legs, runners and plinths for beds, bed sides, bed midbeams, casters,
brackets, table tops, shelves, drawers, counter tops, sinks, doors, hooks, and parts
thereof; picture frames, bulletin boards, baskets, toy boxes; mirrors; matiresses,
crib mattresses, pillows and cushions, sleeping pads, chair seat and back pads,
armrests and armrest pillows for sofas; curtain rods, blinds; carpenter's benches,
work benches, wall bars, valances and clothes hangers, all specifically in the
nature of furniture, bumper pads. FIRST USE: 19630000. FIRST USE IN
COMMERCE: 19660124,

IC 016. US 037. G & S: drawing paper, drawing boards and blackboards. FIRST
USE: 19630000. FIRST USE IN COMMERCE: 19660124.

IC 028. US 002 032. G & S: baby's swings, rocking horses, netting bags, trapezes,
kites. FIRST USE: 19630000. FIRST USE IN COMMERCE: 19660124.

IC 008. US 023 050. G & S: cutlery. FIRST USE: 19630000. FIRST USE IN
COMMERCE: 19660124,

Both registration’s goods and services include cabinets and chairs and IKEA sells both cabinets
and chairs. In fact, IKEA sells a huge variety of goods. To illustrate, IKEA sells, among other
things, art work, baskets, blankets, benches, blinds, bookcases, bowls, boxes, brushes, buffets,
bunk beds, butcher blocks, cards, candles, candle holders, chairs, chandleries, changing tables,
chest of drawers, children’s costumes, children safety measures, china, cloth hampers, closet
organizers, coasters, coffee tables, computer stands, computer desks, cookware, countertops,
cribs, curtains, cushions, cutlery clocks, desk accessories, desks, decorations, dining tables,
dinnerware, fabric, faucets, flooring, footstools, gift wrap, glasses, gloves, handles, hangers, hat
racks, highchairs, hooks, kettles, kitchen utensils, knives, knobs, ladders, lamps, lamp shades,

lanterns swings, laundry baskets, mats, mattresses, media racks, mobiles, mirrors, napkins, pans,

17



picture frames, pillows, plant pots, pot holders, pots, quilts, rugs, serving carts, shelves, shoe
racks, sinks, sofas, stools, stuffed animals, tables, tableware, textiles, towels, toys, TV
carts/benches, valets, vases, wall decorations, wardrobes, watering cans, whetstones, wicker
baskets, wood flooring, and wood toys. The theory of “like trade channels” becomes
problematic with large, one-stop shopping stores like IKEA. With such a large variety of goods
under one roof, practically all consumer products could be deemed related. Case law
acknowledges that it is not logical to contend that purchasers would be confused as to source

simply because the products are sold under the same roof.

Trademark law does not include a rule that all products sold “under the same roof” with
similar marks will create a likelihood of confusion. Worthington Foods, Inc., v. Kellogg Co.,
732 F. Supp. 1417, 1447 (S.D. OH 1990); J. Thomas McCarthy, McCarthy on Trademarks and
Unfair Competition, 4th ed., § 24.45. Superstores such as IKEA, Wal-Mart, Lowe’s, and large
grocery stores, sell a multitude of unrelated products. As such, they are not appropriate indicia
of related goods. See Recot, Inc. v. Becton, 214 F.3d 1322 (Fed. Cir. 2000) (the law is that
products should not be deemed related simply because they are sold in the same kind of
establishments); Hi-Country Foods Corp. v. Hi Country Beef Jerky, 4 USPQ2d 1169 (TTAB
1987) (all food products are not related goods merely because they are sold in the modern
supermarket “with its enormous variety of food, cleaning, a paper and other products”); SBS
Products, Inc. v. Sterling Plastic & Rubber Products, Inc., 8 U.S.P.Q.2d (BNA) 1147 (TTAB
1988) (finding that since a modern industrial plant uses such an enormous variety of products, a
scalant used to prevent fluid leakage is not related to industrial skin care products even though

the products could very well be used in the same plant by the same technicians).

The fact that IKEA may sell cabinetry and seating among its huge inventory of products,

does not support a finding that Applicant’s cabinets and Registrant’s modular seating are related.
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Purchasers are aware that “superstores,” like IKEA, will carry many different products from
many different manufactures. Under these circumstances, purchasers are aware that two
products sitting near each other in the store may be from different manufacturers. In fact,
purchasers may expect a range of choices for products and presume products arc from different
manufacturers. Consumers are thus not likely to infer a connection between goods with the same

mark merely because they appear in the same store. Worthington, 732 F. Supp. at 1447.

Furthermore, IKEA does not sell modular seats and certainly does not sell commercial
modular seats similar to that of Registrant. As stated above, IKEA would not sell such goods

because they are unrelated and are directed to a different set of purchasers than IKEA sells to.

United States Registration Number 1282484 for Mark SHELBY WILLIAMS

The Office Action cited the mark SHELBY WILLIAMS as an example of a manufacturer
that makes both kitchen and bathroom cabinets and modular seating. The cited registration is not
applicable as an example of a manufacturer that makes both kitchen and bathroom cabinets and

modular seating because registrant does not manufacture kitchen and bathroom cabinets.

Shelby Williams, Industries is a furniture manufacturer with its home office in
Morristown, Tennessee (see attachment 17 for information regarding SHELBY WILLIAMS).
Shelby Williams produces and markets an extensive line of chairs as well as folding tables,

portable stages and dance floors. Registration Number 1282484 indicates goods and services as:

IC 018. US 032. G & S: Leather or Synthetic Leather Sold in Bulk for Use in
Upholstery Coverings for Fumniture. FIRST USE: 19680401. FIRST USE IN
COMMERCE: 19680401.

IC 024. US 042. G & S: Textile Matenial for Upholstering Furniture. FIRST USE:
19680401. FIRST USE IN COMMERCE: 19680401.
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IC 020. US 050. G & S: Fumiture-Namely, Chairs, Sofas, Settees, Love Seats,
Ottomans, Benches, Tables, Stools, Booths, Mirrors, Convertible Sleep-Sofas,
Beds and Bedding, Bed Frames, Modular Seating Units, Stack Chair Carriers,
Shoe Fitting Stools, Desks, Credenzas and File Cabinets. FIRST USE: 19680401.
FIRST USE IN COMMERCE: 19680401.

The SHELBY WILLIAMS registration’s goods and services include modular sitting and
filing cabinets but not kitchen or bathroom cabinets. Shelby Williams’ website does not indicate
any cabinets in its product line. Assuming Shelby Williams does manufactures filing cabinets;
filing cabinets are significantly different from kitchen and bathroom cabinets. Filing cabinets are
typically free standing units, while kitchen and bathroom cabinets are specialty items, designed
to be home fixtures. Purchasers generally do not consider filing cabinets to be expensive items
that require significant planning prior to purchase while kitchen cabinets are a major household
purchase due to the cost, the planning, the number of decisions that must be made, and the
installation required. Filing cabinets are not used in kitchens and bathrooms while kitchen and
bathroom cabinets are specifically designed to be used in kitchens and bathrooms. Thus, since
Shelby Williams does not make both types of goods, the cited registration does not support the
contention that both types of goods will be encountered by the same purchasers under
circumstances that could give rise to the mistaken belief that the goods/services come from

common source.

United States Registration Number 2531568 for the Mark 12GQ

The Office Action cited the mark 12GO as providing an example of a
manufacturer/retailer that provides both kitchen and bathroom cabinets and modular seating.
The cited registration is not applicable to support a finding of likelihood of confusion because,

first, Registrant, Foco Media GmbH, does not manufacture kitchen and bathroom cabinets or
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modular seating and, second, Registrant’s involvement with furniture sales involves the
development and management of an on-line furniture shopping website. An on-line furniture
shopping website does not create a circumstance that could give rise to the mistaken belief that
the goods/services come from common source because the website offers large variety of goods

and on-line of purchasers take care in evaluating product source.

The Registrant for the mark 12GO is a German company, Foco Media GmbH. Foco
Media designs and produces multimedia solutions such as websites, communication software,
intranet solutions, CD-ROMS, interactive kiosks, presentations, eCommerce and motion
graphics (see attachment 18 for information regarding 12GO and Foco Media). Foco Media uses
the mark 12GO for an on-line shopping site (www.12go.de) for fumniture, Wohnaccessoires, and
gifts. The site features over 1,000 furniture items from a considerable number of different
manufacturers. The innovative feature of the site involves three-dimensional modeling software
that can provide prospective purchasers with a visual representation of what the furniture might

look like in their home. Registration Number 2531568 indicates goods and services as:

IC 008. US 023 028 044. G & S: Cutlery, namely, knives, forks and spoons.

IC 020. US 002 013 022 025 032 050. G & S: Furniture, namely, bedroom
furniture, living room furniture, office furniture, outdoor furniture, lawn furniture,
sales and display counters, shelves, seats, sofas, couches, sideboards, armchairs,
beds, cabinets, chairs, highchairs, chests, cupboards, desks, divans, room dividers,
ottomans, wardrobes, bookcases, mirrors, and picture frames; non-metal goods,
namely, toy boxes, decorative figurines, magazine racks, mail boxes, curtain rods,
curtain rails, curtain rings, safes, umbrella stands, bottle caps, bottle closures,
boxes, caskets, casters, clothes hangers, clothes hooks, coat stands, crates, jewelry
boxes, jewelry cases, key holders, mailing tubes, and name plates, all of wood,

wicker or plastic.
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IC 021. US 002 013 023 029 030 033 040 050. G & S: Household or kitchen

utensils, namely, wine bottle cradles, bottle openers, bottle stands, lunch boxes,

bread boxes, buckets, wine buckets, champagne buckets, portable beverage

coolers, portable beverage dispensers, candle holders not of precious metal,

candle rings not of precious metal, milk cans, garbage cans, plastics coasters,
flasks,[ napkins] *napkin * holders, towel holders, holders for toilet paper, tea
kettles, knife blocks, pepper mills, vacuum bottles, vases, and containers for
household or kitchen use not of precious metal; unwrought or semi-wrought glass
excluding glass used in building; beverage glassware, porcelain and earthenware,
namely, drinking glasses, beer jugs, beer mugs, glass bowls, salad bowls, glass

boxes, china ornaments, egg cups, jugs, [ beer, glass bowls, salad bowls, glass

boxes, china ornaments, egg cups, jugs,] pots, cups, dishes, pitchers, milk cans,

honey pots, vases, epergnes, napkin holders, dinner services, coffee services, tea

services, chocolate services, mocha services, and breakfast services; decorative

figurines made of porcelain, earthenware and glass.

The registration’s goods and services include cabinets and chairs. Foco Media, however,
is not a furniture manufacturer and does not make cabinets and chairs. As a furniture retailer,
Foco Media, sells other manufacturer’s furniture exclusively through the on-line shopping site
www.12go.de. Applicant has repeatedly tried to access the site to verify content and product
offerings, but website appears to be inactive/off-line. It is unlikely that the website sells kitchen
cabinets. Purchasers of kitchen cabinets typically require a significant amount of interaction
with the cabinet manufacturers due to the large number of choices and decisions involved. As
previously indicated, cabinet purchasers must evaluate and consider, among other things, the
overall design of the cabinets, the space limitations in their homes, care and maintenance of the
cabinets, labor and installation, construction method and materials, the cabinet’s finish, style, and
features, overall price, and warranty. Furthermore, Foco Media does not sell contract furniture,

namely modular seating. Foco Media used the 12GO website as a retail store wherein consumers

are homeowners, not commercial entities. Therefore, it is unlikely that this registration
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represents an example of a retailer that sells both kitchen and bathroom cabinets and modular

seating.

Assuming that Foco Media does sell other manufacturer’s kitchen cabinets on-line, it
nevertheless does not support the contention that both types of goods will be encountered by the
same purchasers under circumstances that could give rise to the mistaken belief that the
goods/services come from common source. As with “superstores,” on-line shopping websites
can offer a huge variety of goods. Their potential for offering a large variety of goods is even
greater than “superstores” because they may not need to stock inventory, provide and stock self-
space, or provide store clerks or even a store at all. In addition, on-line users are accustomed to
searching websites by keywords. As any web users is aware, keyword searches typically return a
variety of results, some relevant to what the user is looking for and some not. Consequently, on-
line purchasers routinely exam the content of search results to determine the result is relevant to
their interest. Thus, on-line shopping websites do not create a circumstance that could give rise
to the mistaken belief that the goods/services come from common source due to the large variety

of goods offered on-line and the shopping habits of on-line of purchasers.

United States Registration Number 2342401 for the Mark EURQ UNITED

The Office Action cited the mark EURO UNITED as an example of a manufacturer that
makes both kitchen and bathroom cabinets and modular seating. The cited registration is not
applicable as an example of a manufacturer who makes both kitchen and bathroom cabinets and

modular seating because Euro United did not manufacture kitchen and bathroom cabinets.

Euro United Corporation was a Canadian corporation based in Oakville, Ontario (see
attachment 19 for information regarding EURO UNITED). Euro United described itself in an

Aug. 3, 1998 news article as “one of the largest manufacturers and marketers of outdoor resin
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(plastic) fumniture and accessories in North America.” The article also indicates that Euro United
made housewares and automotive parts (presumably out of plastic). Euro United filed for
bankruptcy in December 1999 and was forced into liquidation on June 12, 2000. Registration

Number 2342401 indicates goods and services as:

IC 006. US 002 012 013 014 023 025 050. G & S: metal containers for storage
and transportation of goods and metal bins. FIRST USE: 19940800. FIRST USE
IN COMMERCE: 19940800.

IC 008. US 023 028 044. G & S: shovels; household flatware, namely table
knives, forks and spoons, and knives for kitchen use. FIRST USE: 19920700.
FIRST USE IN COMMERCE: 19920700.

IC 012. US 019 021 023 031 035 044. G & S: wheel barrows. FIRST USE:
19970400, FIRST USE IN COMMERCE: 19970400,

IC 018. US 001 002 003 022 041. G & S: patio umbrellas. FIRST USE:
19970400. FIRST USE IN COMMERCE: 19970400.

IC 020. US 002 013 022 025 032 050. G & S: furniture, namely bedroom
furniture, living room furniture, office furniture, lawn furniture, outdoor furniture,
non metal tables and seat cushions; plastic modular storage units, shelves, wall
units and storage cabinets, nonmetal bins. FIRST USE: 19520700. FIRST USE IN
COMMERCE: 19920700.

IC 021. US 002 013 023 029 030 033 040 050. G & S: household utensils, namely
kitchen serving tongs, spoons and ladles; home furnishings, namely bowls, dishes,
plastic coasters, drinking glasses, ice buckets, and beverage glassware; flower

pots; indoor and outdoor all purpose portable nonmetal containers; dust bins; soap

holders. FIRST USE: 19920700. FIRST USE IN COMMERCE: 19920700.

IC 040. US 100 103 106. G & S: custom manufacture of plastic products using
injection moulding and blow moulding. FIRST USE: 19920700. FIRST USE IN
COMMERCE: 19920700.
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While in business, Euro United appears to have had aspirations of expanding beyond
plastic furniture and housewares as alluded to in the August 3, 1998 news article. Applicant
found no indications, however, are that Euro United ever manufactured kitchen and bathroom
cabinets or seating beyond plastic patio furniture. It is unlikely that a corporation with its core
competency in plastic molding entered a market such as kitchen and bathroom cabinets. Kitchen
and bathroom cabinets are specialty items requiring significant interaction with purchasers and
experience in woodwork and cabinet-making. Euro United does not appear to have established
either. Thus, the cited registration do not support the contention that both types of goods will be
encountered by the same purchasers under circumstances that could give rise to the mistaken

belief that the goods/services come from commeon source.

United States Registration Number 2472445 for the Mark AMERICAN SIGNATURE and

United States Registration Number 2646278, for the Mark TOWN HALL COLLECTION

The Office Action cited the mark AMERICAN SIGNATURE and the mark TOWN
HALL COLLECTION an examples of a retailer/manufacturer that provides both kitchen and
bathroom cabinets and modular seating. Neither mark, however, provides an applicable example
of a retailer/manufacturer that sells or makes both kitchen and bathroom cabinets and modular
seating because kitchen and bathroom cabinetry are not sold or manufactured by the registrant of

the marks.

Schottenstein Stores Corporation, owner of Kroehler Furniture Manufacturing Company
Inc., and doing business as Value City Furniture, uses both the mark AMERICAN SIGNATURE
and the mark TOWN HALL COLLECTION (see attachment 20 for information regarding
AMERICAN SIGNATURE and TOWN HALL COLLECTION). AMERICAN SIGNATURE is

Value City Fumiture’s private-label brand and TOWN HALL COLLECTION is the name of a
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furniture collection under the AMERICAN SIGNATURE brand. Registration Number 2472445

for the mark AMERICAN SIGNATURE indicates goods and services as:

IC 009. US 021 023 026 036 038. G & S: Desks, CD storage units. FIRST USE:
19991100. FIRST USE IN COMMERCE: 19991100.

IC 020. US 002 013 022 025 032 050. G & S: chairs, accent chairs, armchairs,
side chairs, tables, pedestal tables, lamp tables, side tables, end tables, occasional
tables, coffee tables, dining tables, kitchen tables, dinette sets, sideboards, buffet
bases, hutches, buffets; sofas, love seats, beds, nightstands, headboards, mirror
dressers, chests, dressers, bedroom furniture, armoires, etageres, desks, display
cabinets, curio cabinets, entertainment centers, home theater centers; mirrors,
cheval mirrors; mattresses, box springs; kitchen storage units and countertops, and
a multi-function free-standing kitchen work center containing storage, writing
surface table and/or desk. FIRST USE: 19991100. FIRST USE IN COMMERCE:
19991100.

Registration Number 2646278 for the mark TOWN HALL COLLECTION indicates goods and

services as:

IC 020. US 002 013 022 025 032 050. G & S: Furniture and home and office

furnishings, namely, accent chairs, rockers, tables, lamp tables, sideboards,

kitchen centers, kitchen storage units and kitchen work surfaces, sofas, sleeper

sofas, love seats, bunk beds, children's beds, desks, corner cabinets, benches,

storage cabinets. FIRST USE: 20020612. FIRST USE IN COMMERCE:

20020612,

Under its American Signature brand, Value City Fumniture stores offer numerous
furniture collections, including the TOWN HALL COLLECTION. These collections consist of
fully-coordinated furniture for bedrooms, living rooms, and dining rooms. Registrant does not

indicate the furniture is designed for or suitable for use in kitchens and baths. The registration’s

goods and services include display cabinets and curio cabinets and, in fact, some of the
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